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DETAILED ACTION 



Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior ai 
such that the subject matter as a whole would have been obvious at the time the invention was made to a p 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived to 
manner in which the invention was made. 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering obj ective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U S C 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 15-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 0109060 
in view of Eberly, Jr. et al. (3,506,400). 

Applicants are claiming a process for the production of propylene from an olefinic 
feedstock containing at least one olefin of C 4 or greater. The process comprises contacting an 



olefin feedstock with an MFI catalyst as defined in applicants' claim 15. 
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The reference of EP 0109060 discloses a process for the production of propylene from 
olefmic feed containing 4 to 12 carbon atoms. See abstract, lines 1 and 2. EP 0109060 teaches 
that the olefmic feed is contacted with a ZSM-5 or silicalites. See page 1, lines 30 and 3 1. The 
ZSM-5 has a Si0 2 /Al 2 0 3 molar ratio of greater than of equal to 350. See page 1, lines 3 1 and 32. 
The reference teaches process conditions including a temperature of 400° to 600°C, a space 
velocity of 5 to 200 kg/hr, and a pressure of 1.5 to 7.5 atm. See page 1, lines 3 1-35 and page 2, 
lines 7 and 8. 

The reference of EP 0109060 succeeds at disclosing a process for the production of 
propylene from an olefin feed in the presence of a catalyst with components corresponding to 
those claimed by applicants (i.e., ZSM-5 or silicalite type). The reference's disclosure of ZSM-5 
and silicalite encompasses applicants' claimed MFI structure because such compositions possess 
MFI structure by definition. 

It is noted that the EP reference does not disclose applicants' catalyst method of making 
limitations. 

The Eberly reference discloses a process for treating a zeolite by steaming followed by 
contacting with a complexing agent. The treatment removes alumina from the gross structure of 
the zeolite thereby increasing the silicon/aluminum ratio of the zeolite. The mechanism for this 
aluminum removal must be the same as claimed since the disclosed treating steps are the same as 
the claimed treating steps. The resulting zeolites may be used as catalysts. (See abstract; col. 2, 
lines 20-46; and col. 3, line 63 through col. 4, line 20.) 

Since the EP reference does not restrict the mechanism by which the ZSM-5 (crystalline 
silicate) is produced, it would have been obvious to one having ordinary skill in the art at the 
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time the invention was made to select steaming and complexing as a method to obtain the final 
silica/alumina ratio disclosed by the EP reference because Eberly illustrates that such steaming 
and complexing steps are known and conventional for producing desired silica/alumina ratios. 
The cited art supports the conclusion that applicants' catalyst modification steps are known and 
therefore not a patentable distinction over the teachings of the EP reference. 

It is noted that the reference is silent about the relative percentages of propylene in the 
product effluent. However, applicants' claimed propylene percentage would naturally be 
produced because the same feed subjected to the same process conditions/catalyst would 
accomplish similar conversion percentage. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 15-22 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-14 of copending 
Application No. 09/206218. Although the conflicting claims are not identical, they are not 
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patentably distinct from each other because each set of claims is drawn to cracking an olefin- 
containing feed to produce lighter olefins utilizing the same catalyst. The claims in the present 
application do not specify that the catalyst stability is increased but the catalyst in each set of 
claims is pretreated by the same method. Therefore, the catalyst in the claims of the present 
application must also have increased stability. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-15 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 17-20 and 38-44 of 
copending Application No. 09/206216 in view of Eberly, Jr. et al. (3,506,400). 

The claims in 09/206216 do not include the catalyst treatment steps and differ from the 
present claims by the composition of the feed and process conditions. 

The Eberly reference discloses a process for treating a zeolite by steaming followed by 
contacting with a complexing agent. The treatment removes alumina from the gross structure of 
the zeolite thereby increasing the silicon/aluminum ratio of the zeolite. The mechanism for this 
aluminum removal must be the same as claimed since the disclosed treating steps are the same as 
the claimed treating steps. The resulting zeolites may be used as catalysts. (See abstract; col. 2, 
lines 20-46; and col. 3, line 63 through col. 4, line 20.) 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the claims in 09/206216 by including the catalyst treatment 
steps of Eberly because Eberly illustrates that such steaming and complexing steps are known 
and conventional for producing desired silica/alumina ratios. 
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It also would have been obvious to one having ordinary skill in the art to have utilized 
any olefin-containing stream because of the chemical similarities between olefin-containing 
feeds. It also would have been obvious to one having ordinary skill in the art to have utilized 
conditions that result in effective cracking 

This is a provisional obviousness-type double patenting rejection. 



Response to Arguments 
In response to applicant's argument that the examiner's conclusion of obviousness is 
based on a combination of references that involves improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction based 
upon hindsight reasoning. But so long as it takes into account only knowledge which was within 
the level of ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. See/« 
re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). In this case, the examiner's basis 
for combining the EP 0109060 reference and the Eberly reference comes from the disclosure in 
Eberly that the resulting zeolite will have higher stability. Therefore, the examiner maintains that 
the combination of references is proper. 

Regarding the argument that Eberly does not disclose the claimed high silicon/aluminum 
ratios, the examiner asserts that Eberly teaches a broad range of silicon/aluminum ratios 
including zeolites in which virtually all of the alumina tetrahedra have been removed. This 
necessarily discloses very high silicon/aluminum ratios. Therefore, the examiner maintains that 
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appellant's argument that Eberly does not disclose the claimed high silicon/aluminum ratios is 
without basis. 

The argument that the Eberly reference does not involve a treatment for the removal of 
amorphous alumina from the pores of a crystalline silicate framework is not persuasive. In the 
process of Eberly, alumina is removed from the zeolite crystal structure with the resulting 
amorphous alumina being removed from the crystalline zeolite structure by extraction. See 
column 1, lines 33-48. The examiner asserts that this dealumination mechanism is identical to the 
mechanism in the claimed process and that Appellant has not distinguished the steps of Eberly 
from those claimed. 

The argument that the Eberly reference is not directed to an MFI-type zeolite is not 
persuasive because the process of Eberly is not applicable only to the specifically identified 
zeolite but is applicable to essentially any zeolite. Therefore, the examiner maintains that one 
having ordinary skill in the art would expect the process of Eberly to effectively increase the 
silicon/aluminum ratio of an MFI-type zeolite. 

The argument that the EP 0109060 reference does not disclose a process carried out to 
provide a propylene yield of from 30 to 50% based on the olefin content of the feedstock is not 
persuasive because various examples disclose a C3 yield of greater than 30%. See Example 24 
and others. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 3 7 CFR 1.13 6(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter D. Griffin whose telephone number is (571) 272-1447. 
The examiner can normally be reached on Monday-Friday 6:30 to 4:00 with alternate Fridays 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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